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Office Action Summary 



Application No. 

08/796,519 



Art Unit 

2853 

The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Examiner 

Craig A Hallacher 



Applicant(s) 

INOUEET AL 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this commurcation. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication^) filed on . 



2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 43-57. 60. 65. 72-101. 116-133 and 149-206 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 43-57.60.65.72-101. 116-133 and 149-206 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. f . 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121, 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 28. 6) □ Other: 
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Part of Paper No. 29 
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Art Unit: 2853 

DETAILED ACTION 

1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.5 6 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Continued Prosecution Application 

2. The request filed on 5/22/02 for a Continued Prosecution Application (CPA) under 37 
CFR 1.53(d) based on parent Application No. 08/796,519 is acceptable and a CPA has been 
established. An action on the CPA follows. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 43-57, 60, 65, 72-101, 116-133 and 149-206 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 43-57, 60, 65, 72-101, 1 16-133 and 149-206 are rejected for being unduly 
multiplied as containing an unreasonable number of claims so as to confuse the issue. That is 
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approximately 256 claims is deemed to be unreasonable number of claims in view of the nature 
and scope of applicant's invention, primarily an ink container for use in an inkjet printer. See the 
attached claim tree for the number of claims. Furthermore, it appears that there may different 
inventions being claimed that are subcombinations useable together. For example, it appears as 
if an ink cartridge and a device for holding an ink cartridge are both claimed. However, due to 
the sheer number of claims, it can not be ascertained as to whether claims linking the 
subcombinations are being claimed. Thus, it is not clear as to whether multiple inventions are 
being claimed or not. Also, throughout the history of the prosecution, there has been no 
evidence provided as to the need of 250+ claims to describe the invention. The Applicant 
should limit the number of claims of to the elected invention to 42. See M.P.E.P. 2173. 05(n). 
5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Craig A Hallacher whose telephone number is (703)308-0516. 
The examiner can normally be reached on M-F (8:30-6:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow, Jr. can be reached on (703)308-3 126. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703)305-3432 for regular 
communications and (703)305-3432 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)308-3431. 




C.A.H. 

!■ 2002 CRAIG HALLACHER 

PRIMARY EXAMINER 



Renumbering of Claims 



Attachment to Paper # 



The claims have been renumbered as indicated below in accordance with 37 CFR 1 .1 26 and MPEP §§ 608.01 (n) and 1 302 .01 . 



B- 43 ->1 

[■■■■ 44 -> 2 
!■■■■ 45 -> 3 
; • 46 -> 4 
j- 47 -> 5 
48->6 
: 49 -> 7 
I- 50 -> 8 

51 -> 9 

j 52 -> 1 0 
• 53->11 
; 54 -> 1 2 
j 55 -> 13 
56->14 
57 -> 1 5 
! 60 -> 1 6 
: 65 -> 1 7 
! &• 69 -> 1 8 
1 70 -> 1 9 
: - 72 -> 20 
j li 150-> 21 
68 -> 22 
; 1 51 -> 23 
L 152->24 
B 73-> 25 
j • 74->26 
1 ■■ 75 -> 27 
; E 76 -> 28 

i 86 -> 29 
! 77 -> 30 
I 78-> 31 
L 79 -> 32 
! E- 80 -> 33 
j ( L. 83 -> 34 
1 E - 81 -> 35 

*~ 99/81 -> 52 
I |=j- 82 -> 36 
j 84 -> 37 
L 85 -> 38 
87->39 

• 1 0 -> 40 
j~ 88 -> 41 
I - 89->42 



, 90->43 
{•••• 91 -> 44 
1 92 -> 45 
! 6- 93 -> 46 
L- 94 -> 47 

! - 95 -> 48 
I 96 -> 49 
•••• 97 -> 50 
E 98->51 

L 99/98 -> 52 
: 100-> 53 
1 53 -> 54 
A 1 1 6 -> 55 
117 -> 56 
I 11 8 -> 57 
' 119->58 
. : 1 20 -> 59 
! si 121 -> 60 
I 1 22 -> 61 
L 123-> 62 
i &• 1 24 -> 63 

l|i 125-> 64 
I i B 126-> 65 
• 3- 1 27 -> 66 

1 28 -> 67 

lib 1 29 -> 68 
Li30->69 
Ei 131 -> 70 
!• 132 -> 71 
1 33 -> 72 
!•••• 1 49 -> 73 
Er 1 54 -> 74 
; E 1 55 -> 75 

J (il- 1 77/1 55 -> 97 

£ 178/1 77/1 55 -> 98 

L 179/1 78/1 77/1 55 -> 99 
! i- 156-> 76 

lii 177/1 56 -> 97 

El 178/1 77/1 56 -> 98 

L 1 79/1 78/1 77/1 56 -> 99 
: E 157 ->77 

! if 177/1 57 -> 97 

ri] 178/1 77/1 57 -> 98 

L 1 79/1 78/1 77/1 57 -> 99 
! i - 158-> 78 

lil 177/1 58 -> 97 

& 178/1 77/1 58 -> 98 

L 1 79/1 78/1 77/1 58 -> 99 



B 159 -> 79 
! &■ 177/1 59 -> 97 

li> 1 78/1 77/1 59 -> 98 

L 179/1 78/1 77/1 59 -> 99 
Eh 1 60 -> 80 
■ & 1 61 -> 81 

! Eh 177/1G1 -> 97 

a- 1 78/177/161 -> 98 

L- 179/1 78/1 77/1 61 -> 99 
1 4 177/1 60 -> 97 

B 178/1 77/1 60 -> 98 

!» 1 79/1 78/1 77/1 60 -> 99 
Eh 1 62 -> 82 
\ B 177/1 62 -> 97 

g- 178/1 77/1 62 -> 98 

i- 179/1 78/1 77/1 62 -> 99 
B 1 63 -> 83 
! lis 177/1 63 -> 97 

B 178/1 77/1 63 -> 98 

i™ 1 79/1 78/1 77/1 63 -> 99 
Eh 164->84 

B 177/1 64 -> 97 

Ei 178/1 77/1 64 -> 98 

L 1 79/1 78/1 77/1 64 -> 99 
B 165->85 
i Eh 1 77/1 65 -> 97 

3- 178/1 77/1 65 -> 98 

■ 179/1 78/1 77/1 65 -> 99 
Eh 166->86 
'■ B 177/1 66 -> 97 

Eh 178/1 77/1 66 -> 98 

! 179/1 78/1 77/1 66 -> 99 
8 1 67 -> 87 
j Eh 177/1 67 -> 97 

B 178/1 77/1 67 -> 98 

' ■ 179/1 78/1 77/1 67 -> 99 
El- 1 68 -> 88 
= B- 177/1 68 -> 97 

&■■ 178/1 77/1 68 -> 98 

L 179/1 78/1 77/1 68 -> 99 
B 1 69 -> 89 
I Eh 177/1 69 -> 97 

3 178/1 77/1 69 -> 98 

>- 179/1 78/1 77/1 69 -> 99 
ih 1 70 -> 90 

B 177/1 70 -> 97 

B- 178/1 77/1 70 -> 98 

L 179/1 78/1 77/1 70 -> 99 



a 171 ->91 

! fi| 177/171 ->97 

E) 178/177/171 -> 98 

M 79/1 78/1 77/1 71 -> 99 
6 1 72 -> 92 

B 177/1 72 -> 97 

El- 178/1 77/1 72 -> 98 

L 179/1 78/1 77/1 72 -> 99 
B 1?3-> 93 
! £!•• 177/1 73 -> 97 

g 178/1 77/1 73 -> 98 

i™ 179/1 78/1 77/1 73 -> 99 
B 174->94 
: a 177/1 74 -> 97 

El 178/1 77/1 74 -> 98 

L 179/1 78/1 77/1 74 -> 99 
B 175-> 95 
I i 177/1 75 -> 97 

B- 178/1 77/1 75 -> 98 

L 179/1 78/1 77/1 75 -> 99 
E 1 76 -> 96 

B 177/1 76 -> 97 

El 178/1 77/1 76 -> 98 

L 1 79/1 78/1 77/1 76 -> 99 
B 177/1 54 -> 97 
I 4 178/1 77/1 54 -> 98 

L 179/1 78/1 77/1 54 -> 99 
L 180-> 100 

1 81 -> 1 01 

1 82 -> 1 02 
t|i- 183->103 

: B 204/1 83 -> 124 

Ei- 205/204/1 83 -> 125 

206/205/204/1 83 -> 126 
E 184-> 104 
I EI- 204/1 84 -> 124 

EJ- 205/204/1 84 -> 125 

•• 206/205/204/1 84 -> 126 
!$!•• 185-> 105 
■ B 204/1 85 -> 124 

El- 205/204/1 85 -> 125 

206/205/204/1 85 -> 126 
E) 186-> 106 
; El- 204/1 86 -> 124 

B 205/204/1 86 -> 125 

206/205/204/1 86 -> 1 26 
187-> 107 
I B 204/1 87 -> 124 



El - 205/201/1 87 -> 125 . 
••• 206/205/204/1 87 -> 126 
E 188 -> 108 
j i 1 89 -> 1 09 

j a 204/1 89 -> 124 

Ei- 205/204/1 89 -> 1 25 

• 206/205/204/1 89 -> 126 
■ B 204/1 88 -> 124 

El- 205/204/1 88 -> 1 25 

'■■ 206/205/204/1 88 -> 126 
B 190-> 110 
: B 204/1 90 -> 124 

B 205/204/1 90 -> 125 

L 206/205/204/1 90 -> 126 
i|. 191 ->111 
1 & 204/191 ->124 

ES-- 205/204/191 -> 125 

206/205/204/191 -> 126 
a 192->112 
! El- 204/1 92 -> 1 24 

□ 205/204/1 92 -> 125 

L 206/205/204/1 92 -> 126 
Eh 193 -> 11 3 
! B 204/1 93 -> 1 24 

E) 205/204/1 93 -> 125 

I- 206/205/204/1 93 -> 126 
E 194->114 
; B 204/1 94 -> 1 24 

B- 205/204/1 94 -> 125 . 

206/205/204/1 94 -> 126 
195->115 
! et 204/1 95 -> 1 24 

EJ- 205/204/1 95 -> 125 

206/205/204/1 95 -> 126 
E 196->116 
] El 204/1 96 -> 124 

a 205/204/1 96 -> 125 

! 206/205/204/1 96 -> 126 
Eh 197-> 117 
1 b 204/1 97 -> 124 

E! 205/204/1 97 -> 125 

'■■ 206/205/204/1 97 -> 126 
E 198-> 11 8 
; Ei 204/1 98 -> 124 

B 205/204/1 98 -> 125 

L- 206/205/204/1 98 -> 126 
Ei 1 99-> 11 9 
! B 204/1 99 -> 124 



B- 205/204/1 99 -> 125 

- 206/205/204/1 99 -> 1 26 
k 200 -> 120 
i k 204/200 -> 124 

a 205/204/200 -> 125 

I 206/205/204/200 -> 126 
S- 201 -> 1 21 
1 B 204/201 -> 1 24 

B 205/204/201 -> 125 

! 206/205/204/201 -> 126 
6 202 -> 122 
! E) 204/202 -> 1 24 

□ • 205/204/202 -> 125 

L. 206/205/204/202 -> 1 26 
&• 203 -> 123 
i a 204/203 -> 124 

E) 205/204/203 -> 125 

■ 206/205/204/203 -> 126 
& 204/1 82 -> 124 

ES 205/204/1 82 -> 125 

■ 206/205/204/1 82 -> 126 



